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Sir: 

I, WILLIAM S. GALLIANI, declare that: 

1. I am the attorney who prepared the above-identified patent application. In this 
application and in this petition under 37 C.F.R. § 1 47(a) I am representing the interests of 
The Regents of the University of California (hereinafter 'The Regents"). 

2. Upon information and belief, the subject matter of the present invention was 
conceived and developed by Henry J. Crawford and Volker Lindenstruth while employed by 
the Regents. Henry J. Crawford has signed a declaration for the invention and an assignment 
of the invention to The Regents. 

3. Upon information and belief, Volker Lindenstruth is obligated by agreement 
with The Regents to assign his entire interest in the subject matter of the present invention to 
The Regents. A copy of the relevant portion of the Patent Policy Agreement executed by 
Volker Lindenstruth on July 6, 1995, is attached as Exhibit I. The Agreement states that "I 
agree that every possibly patentable device, process, plant or product, hereinafter referred to 
as "invention 5 , which I conceive or develop while employed by University, or during the 
course of my utilization of any University research facilities or any connection with my use of 
gift, grant, or contract research funds received through the University, shall be examined by 
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University to determine rights and equities therein ... In the event any such invention shall be 
deemed by University to be patentable, and University desires, pursuant to determination by 
University as to the rights and equities therein, to seek patent protection thereon, I shall 
execute any documents and do all things necessary at University's expense, to assign to 
University all rights, title and interest therein and to assist University in securing patent 
protection thereon...." 

4. I worked closely with Henry J. Crawford and Volker Lindenstruth in preparing 
this patent application. This work included meeting with the inventors, written 
communications with the inventors, and oral communications with the inventors. 

5. On April 27, 1997, approximately two months after the patent application was 
filed, Volker Lindenstruth sent me a communication indicating that he believed he was the 
primary inventor of the subject matter of the patent application. 

6. On or around May 27, 1997, and June 17, 1997, I received communications 
from Henry J. Crawford discussing his work and contributions to the subject matter of the 
patent application. 

7. On July 8, 1997, The Regents instructed me to conduct a formal review and 
determination of inventorship. 

8. On or around August 15, 1997, Volker Lindenstruth presented me with oral 
testimony and physical documentation establishing his contributions to the subject matter of 
the patent application. 

9. On October 3, 1997, Henry J. Crawford presented me with physical 
documentation establishing his contributions to the subject matter of the patent application. 

10. I carefully studied all of the inventorship materials provided to me. On October 
9, 1997, I advised The Regents that Henry J. Crawford and Volker Lindenstruth were 
properly named as co-inventors of the subject matter of the patent application. Henry J. 
Crawford and Volker Lindenstruth were advised of this conclusion on or around the same day. 

11. In view of the conclusion on inventorship, declarations and assignments were 
individually mailed to Henry J. Crawford and Volker Lindenstruth on October 9, 1997. 

12. Henry J. Crawford contacted me on or around October 27, 1997, to indicate 
that he had executed both the declaration and assignment. He sent me a facsimile copy of the 
documents and mailed the original documents on or around that date. 
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13. On or around the same date (October 27, 1997) I spoke with Volker 
Lindenstruth by telephone. He advised me that he was consulting with his attorney as to 
whether he should sign the declaration and assignment. Mr. Lindenstruth indicated, as he had 
done previously, that he did not dispute Mr. Crawford's contribution to certain claims in the 
application, but he should be acknowledged as the primary inventor of the subject matter of 
the application. It was explained to Mr. Lindenstruth that the patent laws in the United States 
do not distinguish between primary and secondary inventors and that since he has 
acknowledged that Mr. Crawford is an inventor of at least some of the claims in the 
application, he could legally execute the declaration, without regard to who is a primary 
inventor and who is a secondary inventor. 

14. I contacted Mr. Lindenstruth by telephone on October 30, 1997. He indicated 
at that time that he still had not spoken with his attorney so he had not executed the 
declaration and assignment. Later the same day (October 30, 1997), Mr. Lindenstruth 
indicated to me that he intended to sign the declaration and assignment and drop them off at 
my office the next day, October 31, 1997. 

15. I met with Mr. Lindenstruth on October 31, 1997. The executed declaration 
and assignment documents that he provided to me included numerous conditions and provisos 
inserted into the standard declaration and standard assignment forms. For example, on the 
standard declaration form, Mr. Lindenstruth added an insert indicating which claims he 
believed he was the inventor of and which claims he believed Mr. Crawford was the inventor 
of On the standard assignment form, Mr. Lindenstruth added language to make the 
assignment contingent. In addition, Mr. Lindenstruth eliminated certain language regarding 
his obligation to assist in the ongoing prosecution of the application. 

16. I sent, by facsimile, the modified declaration and assignment to The Regents on 
October 31, 1997, for their review and consideration. 

17. On November 3, 1997, The Regents advised me that the modified declaration 
and assignment would limit or jeopardize their rights in the invention. The Regents viewed the 
modifications to the declaration as inappropriate since Mr. Lindenstruth' s interpretation of 
who is the inventor of which claims does not dispute the fact that Mr. Crawford and Mr. 
Lindenstruth are joint inventors of the claimed subject matter in the application. Furthermore, 
Mr. Lindenstruth' s interpretation of who is the inventor of which claims is not legally binding. 
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The Regents do not want to implicitly or explicitly acknowledge Mr. Lindenstruth's 
interpretation of who is the inventor of which claims in the application. With reference to the 
changes to the assignment, it is The Regents' position that the conditions added to the 
assignment and terms removed from the assignment potentially dilute the full rights to which 
The Regents are contractually entitled. 

18. It is respectfully submitted that the foregoing circumstances establish that Mr. 
Lindenstruth has effectively refused to join in the prosecution of the patent application. 
Accordingly, I was asked to prepare this petition to preserve the rights of The Regents and to 
prevent irreparable damage to The Regents. 

19. I hereby declare that all statements made herein of my own knowledge are true 
and that all statements made on information and belief are believed to be true, I further 
declare that all statements made by me herein are made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code, and that any willful false statements may 
jeopardize the validity of any patent resulting therefrom. 




November 3, 1997 



William S. Galliani 
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